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REMARKS 



Represent inventors ^^^^^^Z^^S^^SSS^ 
paten. application was original ^f^^^^iSSS^ ("Gloie") 
which assignments nave been recorded. More recenUy ^ST^ transfer thereto will be 

Attorney from Globe, 

Applicant thanks the Examiner for thelcareful and meticulous review of the application 
transmitted in the Office Action mailed March 30, 2004. 

Claims 1-13 and 15-24 as amended by the listing herein are pending in application. 

Applicant respectfully responds to the points raised by the Examiner by mentioning each 
point by its paragraph number in the Office Action. 

Paragraph 1 
CLAIM REJECTIONS - 35 U.S.C. § 112 
TheExaminerrejec* claim* , 1. 5 9, U and 
directed to a single means clarm, cmng ™I 8 ^Z! e 2 S ofthe cited clatas recites 

Applicant has amended the cited claims to avoid a possible misreading of them which 
would lead to such an interpretation. 

Claim 1 as amended, for example, recites four means for performing specific steps, listed 

paragraph, provides that the format of thisiclaim is acceptable. 

Claim 5 is dependent on claim 1 and thus inherits each of the four specific means for 
performingTteps, and adds an additional o*. Claims 9 and 14 are sumlar. 

Claim 15 is also amended to clarify|that it recites six means. 

These amendments do not change the meaning of the ^^^^ 

structure associated with each ofthe recited means. 
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Paragraph 2 
CLAIM REJECTIONS - 35 U.S.C. § 112 

i. ^ *~4 fho Pvammer's suggestions for clarification of the language of the 

and implicitly for "next ordinal replacement. ; 

Paragraph 3 
CLAIM REJECTIONS - 35 U.S.C. § 102 

10 of Jones is pointed out. 

Claim 15 now recites: 
An integrated computer-implemented system comprising: 
rJtns for providing automated allocation advice, 
means for selection of investment securities, . 

™Z for nSnance and monitoring of investment portfolios and 
means for rebalancing of investment portfolios. 

i^- „ wrastine tool based on modem portfolio theory and 
Jones discloses a recommendation H 0Wever Applicant points out that 

deZate leads to the conclusion that Jones does not anttcipate claim 15. 

Paragraph 4 

CLAIM REJECTIONS - 35 U.S.C. § 103 

The Examiner rejects claims 1-14 and 16-24 as being obvious within th^meaning of 35 
U.S.C. ISTm U S. Patent 6,493,681 (hereinafter 'TertitskO m view of the 

aforementioned Jones patent. j 

Claim 1 now recites: ; 

Mintegratedcon^ut^ 

financial securities, comprising: • v^„ ft 

its inception against a preferred benchmark; 
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-a c ,r to view an ordered list of suggested financial securities of each 

through a qualified broker. 
T^presentinvennonprovidesa^ 

model based on historical stock quotes, aUo™ £°^™X*t Son. Tertilsk i are teachings of 

Regardingciaitns 1. ^^t^^o^ 
connected to a n«wo* or --^^SXlKSS^"^-"-^ ° f 

isolation and not comparing them to M * titative 6trateg ), „f (he present 

incorporated by reference in the present drsctosure. 

Tertitski is not presenting a group of j*curi«ies as . arategy and .erecting a subset of 

them in ordinal order. 

Community discussion and the Uice ar.no. 

strategies. 

^^^^^^^^^ 

algorithm outcomes of Tertitski. 



Applicants wish to make clear that 
"Strategy" in accordance with the present 1 
Tertitski. Netfolio strategies are groups ^ 
hence the next ordinal references. A T- 
recommendations for a specific stock. 



t there is a great difference between a Netfolio 
invention and a "strategy" as the term is used by 
of securities in a specific order sorted by preference ■ 
strategy is a way to determine buy/sell 



Tertitski 



pa,ge 



See the Examiner's statement at 
ordinal replacement suggested by the st 

as such would have been left to the user or 



strategy 



5 lines 12-15: "Replacing securities with the next 
. ttY ' would have been obvious to the skilled artisan 
to owners of the system of Tertiski et al. such as 



PAGE 13/10" RCVD AT 9/30/2004 10:22:40 PM [Eastern Daylight Time] * 8VR:USPTO^FXRF-1/0 * DN IS: 87 29 3 08 " C8ID:010 328 4771 * DURATION (mm-ss):08-06 



Response 01 
U.S. Patent Application 09/624,330 
First-Named Inventor O 'Shaughnessy 

statement of the Examiner to '4^^S* »X lht of suggested 
and close the loop for the user. 



Claim 2. Jones does not teach atactica 
trades. It would not have been obvious for Jor 
because it is a purely quantitative approach - 
approach. Neither reference keeps track of the 



investment system providing for execution of 
□es to add this. It also would not be for Tertitski 
news on a stock has no bearing on the model or 
' actually-purchased portfolio. 



£w ancin 8 . A user of the Jones teactag P«g£ Jed ,o rebalance 



Claims 4-5. The fees recited in these 
by the invention and not a brokerage 
individual trade. 



commission 



claims are for the use of the novel system provided 
T as described by Tertitski as a cost of each 



Claim 6. Tertitski teaches but a desktop; 
based. Regarding Jones, the present inventioti 
to a user on a global computer network, not 
describes a publication service only, not i«" 



3 p application and is not networked or internet 
,ii is distinguished in providing a complete solution 
solated parts or a non-networked computer. Jones 
incoroorating a trading system. 



Claim 7. The overall system of clair a 
and Jones. 



Claim 8. Jones and Tertitski make nd 
algorithmically driven processes. An "activfc 
purveying advice. Jones references are to a fa 
Tertitski refers only to a computer progranj 
an individual buy or sell indication. These 1 
the recommendations of an active manager 



iser 



Claim 9. Jones does not permit the 
choosing - he must tweak the model inputs 
this until the desired output is provided T ~ 
produces (which are provided by the 4U~ -- - - r > 
ofstocks comprising a strategy. The prevention permits 
list comprising a strategy with one of his " 



Jones 
5 401KflRA 



7 is not obvious from a combination of Tertitsky 



inference to active managers - they are all 
e manager" is a registered investment advisor 
computer model' s output of an efficient frontier and 
dementing a quantitative methodology delivering 
have nothing to do with active managers and are not 
which are provided by the present invention. 



Lscr to replace individual stocks with new ones of his 
ito get a new output of the model and continue doing 
; user is limited only to the products the model 
sponsor) and Tertitski has no concept of a group 
" the user to change any stock m the 



choosing. 
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Claim 10. Tertitski is not a remote systeftii 
prices. It does not utilize realtime statistics 
invention. The live feed provides the ability to 
part of the original patent which predates t«ti 
hypothetical data. 



based; 
Tertitlski 



Claim U. Same as for claim 10. The i 
benchmarks based on underlying strategies. If 
benchmark created will be an appropriate blen} 



invention will also create custom and blended 
lie portfolio consists of a mix of strategies, the 
1 of the benchmark of each strategy selected. 



ihe 



Claim 12 The present invention allows J 
and backtest them. Tertitski limits the user to ft 
application and these apply to individual stor- 
the invention then will implement the trades 



stoclS 
on 



28 



Claim 13. Tertitski column 2 lines 6- 
user creating strategies combining other steal 
user. Column 5 lines 62-67 is a rigid rule that 
understand the examiner's reference here. 
tweaking the inputs (changing his basic m 
efficient frontier. The output is dependent on 
create his own strategy without needing to <* 



strategies 



Jones' 
investment i 



Claim 17. The system of Tertitski is 
models are purely quantitative and this extra 



13 

' changing 



Claim 18. Jones, at column 6, lines 
regenerate a new efficient frontier by cr 
invention will recommend and perform 
the user's investment assumptions. Jones, at 
creation of a recommendation with respect t 
recommends trades by evaluating the actual 
strategy or other changes in the user's finantj: 
implications of holding the portfolio. Inco^l 
implementation of efficient tax harvesting th 
products or individual securities. 

Claim 19. Jones makes no mention 
brokerages or custodians. Tertitski teaches 
to brokerages or custodian. A key benefit r 
complete solution including the execution 
them. In contrast, Jones, at column 6, hnes 
manually enter data for "accurate portfolio 



L h is a desktop application and only provides 
on live data feeds to a remote user as does the 
i statistics on the fly with live data. This is also 
i. Tertitski makes no mention or use of 



the user to create his own strategy (a set of stocks) 
jj "strategies" provided by the desktop 
only and at specific price points. The system of 
behalf of the user. 



and column 5 lines 62-67 make no mention of the 
:gies and executing the appropriate trades for the 
allows no input from the user. We don't 
' >s outputs can't be changed directly - only by 
tment assumptions) to the model to alter the 
the model only. The invention allows the user to 
change his assumptions. 



j stand-alone program and has no connectivity. Its 
#ate is meaningless. 



34 refers to repeating the profiling process to 
the user's assumptions. A system of the present 
rebalancing in response to conditions without changing 
column 10, lines 18-54, refers to the original 
o tax needs. A system of the present invention 
nortfolio in combination with the investment 
Sil situation. Jones teaches but a forecasting tool for 
Itrast, the present invention handles the actual 
! igh purchase or sale of individual strategy 



to 



implementing trades or electronic connectivity to 
, Standalone system with no connectivity mentioned 
c f the system of the present invention is in being a 
^trades and custodial interfaces and connectivity to 
£5-59, specifically mentions the need for the user to 
tracking'':. 
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.ftoiplementing a portfolio by cloning a mutual fund, 
oheiexeciiting the appropriate trades. The factor 
assets is vised for performance analysis of the 
|or is factor analysis used anywhere in Jones to 
IHie present invention does provide this 
•ntl frontier to derive the asset classes to invest in. 
jjenved by cloning process. 



Claim 23. Jones, at column 12 line 31, 
is not pertinent. Jones recommends portfolios 



The present invention allows the user to selec; 
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Claim 20. Jones makes no mention o 
account manager or other equity portfolio, let 
analysis in Jones of a mutual fund's underlying 
mutual fund and not to. clone the mutual fund. 
create a clone of an existing investment produci;] 
capability. Jones is using this to create the effic 
The present invention implements the portfolio 

Claim 21. Jones makes no mention of vfenj to buy or sell individual stocks for tax 
nurooses Jones only produces portfolio recommendations in response to running the model 
oZss See KUbes 18-33. where Jonfc fusses the tax module as a forecasting tool 

In contrast, the present invention makes actual 



w _ on the original assumptions fed to the model, 
iradjing recommendations and executes them to 

! ■ r- x. . .alitor -FX*- />nrfant tCkV \/V*ar tfllf 



mMim^tOT bCT^te to the user based on thei j Specific px seasonality for current tax year tax 
harvesting. j ;; j 

Claim22 Jones being an information Jrovjder without capability for executions makes 
no mention or allowance for commissions at & ^cept in forecasting hypotheUcal returns. 



infers to alerts and not customized portfolios. This 
Ids Outputs of the model process and does not 



aCrr,o's^oTav^i4»v- 



:jand implement the user's own unique portfolio. 



CONCLUSION 

\u- \ < 

In view of the present amendments and|einarks; above, the Examiner is invited I to 
reexamine the amended claims. Prompt notic^f allowance is respectfully sohcned. If any 



reexamine uio oiiiwxiuw r / • • i ■ . r 

questions remain, the examiner is invited to phone Applicant s attorney 




illy submitted: 




Gerry J. Elm? 
Reg. 24,4 

Custom©/ no. 003775 




iU. 

PACE 16/16 * RCVD AT 9/30/2004 10:22:40 PM (Eastern Daylight Time] ' 8VR:U8PTO«FXRp.1/0 • DNI3:8729306 • C8ID:610 328 4771 • DURATION (mnxs):08-06 



September 30, 2004 
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